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The Reply of February 27, 2006 has been entered. Claims 1-16 are currently 
pending and under examination. 

The objections set forth in the prior Office action have been obviated by 
appropriate amendment of the involved claims and the specification. 

The prior art rejections based on Kurosawa et al have been reconsidered and are 
withdrawn in view of the amendment deleting "vinylene" from the definition of X 1 in claim 
1 and applicants' arguments, see page 10 of said Reply. However, upon further 
consideration, new grounds of rejection are made as detailed below. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim 9 is objected to because of the following informalities: a typographical 
error is noted in line 3, i.e., "structural". Appropriate correction is required. 

Claims 4 and 9-16 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. More specifically, the following grounds of 
indefiniteness apply to the indicated claims. 
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(A) Claims 4, 9 and 12 are ambiguous as to the scope of X 1 . Claims 4 and 12 
each call for "at least 90 mol% of X 1 in the general formula (I) ... are ethylene groups," 
and thus purport to cover structures wherein as much as 10 mol% of X 1 is an entity 
other than ethylene. Claim 9 similarly calls for the hydrogenation rate of the vinylene 
group to be "at least 90%." This language is inconsistent with, and conceivably broader 
than, the base claim: claim 1 clearly states that X 1 in the general formula (I) "means an 
ethylene group". In view of this definition, it is unclear how X 1 can be anything other 
than ethylene. If, for example, claims 4, 9 and 12 are intended to allow for up to 10 
mol% of X 1 to be vinylene, they are improper dependent claims as this subject matter 
has been deleted from the base claim. Clarification and appropriate correction are 
required. 

(B) Claim 9 is confusing and technically inaccurate in reciting a "monomer having 
a structural unit (I) represented by the general formula (I)". The structural unit (I) and 
general formula (I), as depicted in claim 1, represent the ring-opened polymeric unit, not 
the monomer precursor. 

(C) Claim 9 provides the limitation to "the vinylene groups". There is insufficient 
antecedent basis for this limitation in the claims. Indeed, the term "vinylene" has been 
deleted from claim 1 , on which claim 9 depends. 

(D) Claims 10-16 are indefinite as inaccurate in the recitation "The ring-opened 
polynorbornene according to claim 9," inasmuch as claim 9 is drawn to a process not a 
product. Further, it is unclear whether the reference to "[t]he ring-opened 
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polynorbornene" refers to the intermediate ring-opened reaction product or the final 
hydrogenated product. Clarification and appropriate correction are required. 

Claims 1, 6, 9 and 14 are rejected under 35 ILS.C. 102(b) as being anticipated 
by US 51 15037 to Asrar. 

Claim 1 is drawn to a ring-opened polynorbornene comprising a structural unit (I) 
represented by the general formula (I), wherein X 1 means an ethylene group and R 3 
represents a group represented by the general formulae (1-1 ) or (I-2). 

Claim 9 is drawn to a process for producing a hydrogenated ring-opened 
polynorbornene of claim 1 , which comprises the step of ring-opening reaction and the 
step of hydrogenation of the product of the former step wherein the hydrogenation rate 
of the vinylene groups is at least 90%. 

Per the recited formulae (I) and (1-1), claims 1, 6, 9 and 14 are readable on ring- 
opened polynorbornene homopolymer comprising a structural unit wherein X 1 is 
ethylene, R 1 and R 2 are hydrogen and R 3 is o-fluorophenyl or o-chlorophenyl. Such a 
ring-opened polynorbornene homopolymer is described in Asrar, see Example 2 (cols. 
3-4). This Example repeats the procedure of Example 1 of Asrar, wherein an 
unsaturated norbornene dicarboximide homopolymer is hydrogenated and the 
recovered polymer characterized as "98 % hydrogenated" (col. 3, II. 21-26), in 
compliance with claim 9. Moreover, the hydrogenated products of Asrar are said to 
have the structural formula depicted in column 1 , lines 35+, which meets the terms of 
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claim 1 when X 1 and R 3 are ethylene and aryl, respectively; R 1 and R 2 are hydrogen 
and m = n = 0 in general formula (I). 

The description in Asrar of specific embodiments of the subject matter broadly 
claimed in the indicated claims constitutes a description of the invention for anticipation 
purposes. See In re Luckach, 169 USPQ 795 (CCPA 1971). 

Claims 2-4 and 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Asrar. 

Asrar differs from claims 2-4 and 10-12 only in that the specifically disclosed 
polyethylene cyclopentanedicarboximides are homopolymers, and thus lack a structural 
unit (II) as defined in these claims. 

Nevertheless, it would have been obvious to one of ordinary skill in the art to 
modify the precursor (unhydrogenated) homopolymer of the above-cited examples 
through copoiymerization so as to provide a structural unit (II) as claimed. This is 
because Asrar expressly provides for the precursor polymer being a homopolymer or a 
copolymer and, in the case of a copolymer, using "non-imide metathesis polymerizable 
monomers such as norbornene nitrile" (col. 2, II. 30-32). Norbornene nitrile is seen to 
correspond to structural unit (II) as set out in the indicated claims, e.g., claims 2 and 10, 
when one of R 4 to R 7 is a polar group, the balance are hydrogen atoms and t = u = 0 in 
general formula (II). 
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Applicants' arguments with respect to claims 1-8 have been fully considered but 
are deemed moot in view of the new grounds of rejection. 

Claims 5, 7 and 8 are objected to as being dependent on a rejected base claim 
but would be allowable if rewritten in independent form including all the limitations of the 
base claim and any intervening claim. 

The following is a statement of reasons for the indication of allowable subject 
matter: A ring-opened polynorbornene having the structural unit (I), wherein in the 
general formula (I), m is 0 and n is 1, per claim 5, is not taught nor fairly suggested in 
the available prior art; nor is the selection of another substituent group than hydrogen 
for at least one of R 11 and R 18 and at least one of R 12 , R 15 and R 19 (claim 7) or for both 
R 11 and R 18 (claim 8) in structural unit (I). 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Examiner F. M. Teskin whose telephone number is 

(571) 272-1 116. The examiner can normally be reached on Monday through Thursday 

from 7:00 AM - 4:30 PM, and can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571 ) 272-1 1 14. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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